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REMARKS 

Reconsideration of the present application is respectfully requested. 



Claims 34-80 are pending in the application. 

Double Fatenting Reiection 

The examiner has rejected claims 34-73 of the instant application under 35 U.S.C. 
§101 as claiming the same invention as that of (i) claims 209-230 of allowed Application 
No. 10/127,817 ("the '817 application") and (11) claims 209-224 of allowed Application 
No. 10/770,969 ("the '969 application," now US. Pat. No. 6,900,241 issued May 31. 
2005). Applicants respectfully traverse the rejections for the reasons outiined below. 

According to tiie MPEP Section 804 11 A entitled ''Statutory Double Patenting - 
35 U.S.C. § 101" (see attached), the "*[s]ame mvention' means identical subject matter." 
When determining whether a statutory basis for a double patenting rejection exists, a 
reliable question to be asked is: "Is there an embodiment of the Invention that talis within 
.tiie scope of one claim, but not the other? If there is such an embodiment then identical 
subject matter is not defined by botfi claims and statutory double patenting would not 
exist" (sec Section 804 II A, 2"^ par.). 

Rejection over tbe '817 application; 

Following the instructions of the MPEP Section 804 II A, Applicants have 
compared each claim of the present application (claims 34-80) witii each claim of tiie 
*&17 application (claims 209-230) and in each situation identified embodiments within 
the scope of one claim b ut not within the scope of the otiier clahn. Applicants' 
comparisons were based on the type of compounds being administered according to the 
respective metiiods of the compared claims (additional differences between the claims 
may therefore exist). The claims of the present application are grouped below based on 
the differences from the claims of the '817 application. 

Claims 34''38, 41-45, 48-52, 55-59, and 62-70 of the present application recite 
methods of treatment or prophylaxis which comprise administration of compounds some 

^ Response & RCE: Ftled Dec 12, 2005 

US AppL Ser. No.: 10/780,298 
Piled: Fcb.l7,2O04 



PAGE 5/9*RCVDAT 12112)2005 3:22:52PM [Eastern Standardr^^^^ 



12/12/2005 15:16 9143330615 



NADA JAIN PC 



PAGE 



of Which compounds are not recited in the method claims of the *S17 application. For 
example, a method of treatment/prophylaxis which comprises administration of a gallated 
procyanidin oligomer is an embodiment within the scope of the present claims 34-38, 41- 
45, 48-52, 55-59, and 62-70 but not within the scope of anj of the method claims of the 
*8l7appUcation* 

Claims 39, 40, 46, 47, 53, 54, 60, 61, 71-79 of the present application recite 
methods of treatment or prophylaxis which comprise administration the compounds 
different from flie compounds recited in claims 209-216. 228 and 230 of the '817 
application. For example, a method of treatment/prophylaxis which comprises 
administration of a compound having a sugar moiety at at least one carbon atom position 
C-4, C-6 or C-8 (see formula in claim 209 of the '817 application) is an embodiment 
within the scope of claims 209-216, 228 and 230 of the '817 application but not within 
the scope of the present clauns 39, 40, 46, 47, 53, 54, 60, 61, 71-79. 

Additionally, claim 80, which recites a method of treatment or prophylaxis which 
comprises administration of a glycosylated procyanidin oligomer is of a broader scope 
than tiie above mentioned claims 209-2 16» 228 and 230 of the '817 application. 

Claims ;?4-80 of the present application recite methods of treatment or 
prophylaxis which comprise administration the compounds some of which arc not recited 
in the method claims of the '817 application for reasons additional to those above. For 
example, a method of treatment/prophylaxis which comprises administration of a 
procyanidin dimer which contains at least one catechin unit as well as a method of 
treatment/prophylaxis which comprises administration of a procyanidin trimer which 
cnntains at 1ea<«t one catechin unit (and gallated and glycosylated compounds thereof) are 
embodiment within the scope of the present claims 34-80 but not vrithin the scope of the 
method claims 217-221 and 229 of the '817 application. 

Claims 34-80 nf the present application recite methods of treatment or 
prophylaxis which are different from the methods recited in claims 222-227 of the *8 17 
application. For example, none of the claims 34-80 require administration of a cocoa 
extract, cocoa evtract fraction or cocoa-solids or liquor as required by claims 222-227 of 
the ^817 application. 
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Referring to the above, each claim of the present application (claims 34-80) 
differs in scope from each claim of the '817 application (claims 209-230) by multiple 
embodiments. According to the MPEP Section 804 II A (attached), "same invention" 
double patenting does not exist. Withdrawal of the rejection is respectfully reqxiested. 

Rejection over the '969 application: 

Claims 34-80 of the present applications recite methods of treatment or 
prophylaxis which comprise administration of oligomeric compounds (containing at least 
two monomeric units). In contrast, the methods of the claims 209-2 1 8 of the *969 
application recite methods which comprise administration of monomeric compounds. 

Claims 219-224 of the '969 application are drawn to an article of manufacture 
which is a different statutory subject matter than that recited in the claims of the present 
application. 

Therefore, none of the embodiments within the scope of the present claims fall 
within the scope of any of the '969 g^Iication claims. According to the MPEP Section 
804 II A (attached), *'same invention" double patenting does not exist. Withdrawal of the 
rejection is respectfully requested. 



Conclusion 

In view of the above remarks. Applicants believe that the application is in 
condition for allowance. Such action is respectfully requested. 



Date: December 12, 2005 




NadaJain 
Reg. No. 41,431 
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RESTRICTION IN APPLICATIONS FTLFD 1 INDKR ! 1 r 111: noUBLE PATENTING 



IL REQUliUi:M£NTS OF A DOUBLE PAT- 
ENTING RJKJECTIUN (INCLUDING PRO- 
VISIONAL REJECTIONS) 

When a double patenting rejection is appropriate, it 
must be based either on statutory grounds or nonstatu- 
tory grounds. The ground of rejection employed 
depends upon the relationship of the inventions being 
claimed. Gencrajly, a double patenting rejection is not 
permitted where the claimed subject matter is pre- 
sented in a divisional Application as a result of a 
restriction requirement made in a parent application 
under 35 U.S.C. 12L 

Where the claims of an application ate substan- 
tively the same as those of a first patent, chey are 
barred under 35 U.S.C. 101 - the statutory basis for a 
double patenting rejection. A rejection based on dou- 
ble patenting of the "satnc invention" type finds its 
support in Ihe language of 35 U,S.C. 101 which states 
thai '^vhoeV€r invents or discovers any new and use- 
ful process ... naay obtain a patent theretbr Thus, 
the tenn '*same invention/' in this context, means an 
invention drawn to identical subject matter. MWer 
■Eagle Mfg. Co., 151 U.S. 186 (1894); in re Vogei, 
422 F.2d 438, J 64 U5.PQ 6 1 9 (CCPA J 970); and In 
re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 
1957). Where the claims of an application are not the 
**samc" as those of a first patent, but the grant of a 
patent wi(h the claims in the application would 
unjustly extend the rights granted by the first patent, a 
double patenting rejection under nonstatutory grounds 
is proper. 

Jn determining whether a propci*^>a$is exists to 
enter a double patenting rejection, the cTtamincr must 
determine the following: 

(A) Whether a double patenting rejection is pro- 
hibited by the tjiird sentence of 35 U.S-C. 121 (see 
MPEP § 804.01; if such a prohibition applies, a dou- 
ble patenting rejection cannot be made); 

(B) Whether a stamtory basis exists; and 

(C) Whether a nonstatutory basis exists. 

Each determination must be made on the ba^jis of 
all the facts in the application before the' examiner. 
Charts I-A, i-B, il-A, >and< ll-B** illustrate the 
methodology of making sucii a deteriTii nation. 



Domination and double patenting should not be 
confused. They are two separate issues. One patent or 
application "dominates" a second patent or applica- 
tion when tile fiist paLciiL ur application has a broad or 
generic claim which fully encompasses or reads on an 
invention deHned in ?\ narrnw^r or mort* specific 
claim in another patent or application. Domination by 
Itself, i.e., in the absence of statutory or nonstatutory 
double patenting grounds^ cannot support a double 
patenting rejection^. h re Kaplcm, 789 F.2d 1574> 
J577-787 229 USPQ 678, 681 (fed, Cir. J 986); and 
In reSarrett, 327 F.2d 1005, 1014-15, 140 USPQ 474, 
482 (CCPA 1964). However, the presence of domina- 
tion does not preclude double patenting. Sec, e.g.. In 
re Schnei/er, 397 F.2d 350, 158 USPQ 210 (CCPA 
19655). 




Statutory Double Parenring — 35 lOJ 




In detetwining whether a statutory basis ior a dou- 
bk patenting rejection exists, the question to be asked 
is: Is the same invention being claimed twice? 
35 U.S.C, JUI prevents t wo patents irom i ssuing on 
the sa me invcntiot ^^? >aTne^invcntion" meanrrKlen"CTi;^^;«^ 

V 'J U4), Jn I^ gei 422 F.2d 438, 164 USPQ 619 
(CCPA 3 970); and In re Ockert, 245 F.2d 467, 
114 USPQ 330 (CCPA 1957). 

A reliable test for double patenting under 35 U.S.C. 
101 is whether a claim in tlie application could be lit- 
erally infringed without literally infringing a corre- 
sponding claim in the patent. In Vo^^h ^22 F.2d 
■ 4^5 ^M 1 J<;pf>6lO fC'CPA 19701 Jslhere an embod- 
■T^iit or tho invcntiori that fuJJ? within the scope of 

one claim, but not the other? if there is such an 
cmbodiTneni, then tdeniicat subject matter is not 
defined by both claims and statutory doubl e patenting 
w ould not exist.SF br example, the iHV^nhon dehned 
oy a claim reciting a compound having a '^halogen' 
substituent is not identical to or substantively the 
« rljiim rw.itjntfr rhe sam<* f!omponnd except 
having a "chlorine'* substituent in place of the halogen 
because "halogen" is broader than/*chlorine." On the 
other band, claims may be differently worded and still 
dellne the same invention. Thus, a claim reciting a 
wid^cl havttig a length of *"36 inchc:>** dcfmcs* the 
same invention as a claim reciting the sam«? widget 
having a length of *M feel." 
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MANUAL OF PATENT liXAMTNING PROCEDURE 



If it is determined that the same invention is being 
claimed twice^ 35 U.S.C. lOJ precludes the grant of 
the second patent regardless of the presence or 
absence of d tcnuiiial Jiiiclaimer. Jd. 

Forni paragraphs 5.30 and 831 (between an issued 
patent and one or more appHcotjons) or 8.32 (provi- 
sional rejections) may be used to make statutoiy dou- 
ble patenting rejections. 

1 V.S.C, 101, Statimjy Basis for Double Pciicntin^ 

' ^'Heading" Only 

A rejecrion based on double patenting of the *'$airie hivcntion". 
type finds its suppoil in the langimgc of 35 U.S.C. 10 1 which 
states that 'Svhoever iitvenis or discovers any new and ucetiil pro 
cess... may obtain a patent therefor...'* (Emphasis added). Thus, 
the tcnn "same invention," in t\\H coniexi, means tin invciuioii 
di-awn identical subject matter. See Milhir v. Ekj^I^s MfK' 
151 U.S. )86 (!894); in n> hh^^/^ 422 R2d 438, 164 USPQ 619 
(CCPA 1970); and re Ocken, 245 F.2tl 467. JJ4 USPQ 330 
(CCPA I9i /)- 

A statutory type (35 U.S.C. U) I) double parenunjj rcjcciion can 
be overcome by canceling or amending the conflicting claims so 
they are no longer coextensive in scope. The filing of a icrminal 
disclaimer sSIX^bs^ overcome a double patenting rvjccrion based 
upon35U,S,C. 101. 

Eacaminer Note: 

The above fonn paragraph nui^t be ysed %tt> n hcadinj! for all 
sTibseqneni double patenting rejections of the statutory (same 
invention) type \Jbing cither of fonn paragraphs 8.5 1 or 8 -12. 



^ 8.3] Rajacfion, 35 US.C, JO J, Doi/ola Potent m$ 

Claim \\\ rejected under 35 U.S.C. 101 as claiming; the same 
mventign their of cl^im 12) of prior U.S. Patent No. |3). This is u 
double patcming rejection. 

Examiner ]Sote: 

1. mis form paragitipii must be preceded by tonn paragraph 
8.30 and is used only tor double patenting rejections of the same 
invention claimed in an earlier patent; that is, the *'scope;' of the 
inventions claimed is Identical. 

2. If the conflicting claims are in another copending applica- 
tion, do not use this form paragraph. A proviaiona! doul'^le pal<2ii[- 
ing rcjccnon should be made using fonTi paragraph 8.32. 

3. Do not use this form paragraph for nonstatutory-iype double 
patenting rejections. If nonstotucory type, use af^pj'Oi^i'iAti^ foiDi 
paragraphs S,33 to 8.39. 

4. This fonn p;^rr^g^Hpb \r\<\y be used M-hcrc the conflicting 
patent and the pending application are: 

(a) by the san^c Inventive entity* or 

by a different inventive entity and arc commonly assi>;ned 
even though there is no common inventor, or 
(c) not commonly assigned but have at least one common inven- 
tor, or 



(d) made as a resnit of activities undertaken within the scope of 
a joint resewh ugrccment. 

5. In bracket 3, insert the nimiber of the conflicting patent. 

IK rhr p;>ri>nf i<: :o 0 different inventive enlity ;ind is com- 
monly iissigncd with the application, form paragraph 8.27 Should 
<>dditio na(lv be u.scd to rcquh^ the a-^signee to name the first 
inventor. 

7. If evidence is of record to indicate that the patent is prior an 
under either 35 U.S.C. 102(f) or (g), a rejection should also be 
iji»«ie u.sinu: ibmi paragraphs 7.13 and/or 7. J 9 in S-ddit ion to mis 
double pnienting rejeciion. 

8. If the patent Is to « different inventive eniity from the appli- 
cation and the effective 1.1$. filing date of the patent antedates the 
effective tllinij: t1?ite of the application, a rejection under 35 U.S.C. 
I C)2(t.O i>hoold . idditit^nallv be marie ushn^. form pnragraph 7 1 S fl7 

1| S.32 Provisional Rejection, 35 U.S.C, JO), Double 
Patendns 

Claim [1] provisionally rejected under 35 U.S.C. 1 01 as claim- 
ing the same invention a$ U^at of claim |2] of copending Applica- 
tion-No. \3^\. Thi9 itf n pf oy j[?,i,< yn a 1- dou b I e pateotJng itijection Since 
the contlicTin!> claims have not in fact been patented. 

ExjH miner Not«: 

1. Tliis form paragraph rriust be preceded by form paragraph 
S.30 and is used only for double patenting rejections of the <iai^i& 
Invemioo chiimctl in another copending appiieaiion : that js, the 
s^cope of ihi; claimed inventions is identical. 

2. rf the con nicting claims are from an issued patent , do not use 
this piinigraph. See form paragraph 8.3 1 . 

3. Do not use this paragraph for nonstatniory-type double pal- 
cntins rejections. See tbrm paragraphs rn R.:?9. 

4. This fomi paragraph may be used where the conHicting 

claim-s :irc in '<\ copending application that is: 
(n) by the anmc inventive cmity, of 

<b) by r» different inventive entity and is commonly assigned 
even though there is no eomjnori inventor, or 

(c) not commonly assigned but has at least one common inven- 
tor, or 

(d) made as a result of activities undertaken within the scope of a 
Joint reserirch 3yet;mcnl. 

5. Form pnragraph 8.28 may l>e u.sed along with this form para- 
^»raph ro rp-?r»!vp nny r<»n^5»»rtitig issofs rdining to priority under 35 
U.S.C. 102(f) or (g). 

6. In bracket 3. insert the number of the conflicting application. 

7. A provisional ttouble patenting rcjccrion should also be made 
in the connictin;* upplicaiion. 

8. If the COpendin-i appJication is by a difFcrcnt inventive Cnljcy 
and is commonly ^i^signed. fonm pHr«gr<»ph S.27 slrould nddiTion- 
iJIv be used lo require the assignee to name the first inventor. 

9. If evidence i^ also ot^rccord to Show rhai eiiher <ipplication is 
prior ;in unto the Other under 35 U.S.C. 102(f) or (g). a rejection 
Sihoiild also be made in the other application using form para- 
jfnphs 7. 1 5 anrt/nr 7. I<) in adxiinao to this proviKional rfonhle pnr- 
Cntini; rejection, 

10. If the applications do not have the same inventive emiiy and 
effective U.S. fjlinfi d»tw, « provisional l02(c') rejection chould 
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